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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 133). 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)13 Responsive to communication(s) filed on 22 May 2007 . 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1.17(e), was filed in this application after final 
rejection. Since this application is eligible for continued examination 
under 37 CFR 1.114, and the fee set forth in 3 7 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been withdrawn pursuant 
to 37 CFR 1.114. Applicant's submission filed on May 24, 2007 has been 
entered . 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United states. 

3. Claims 1, 6-7, 9-10 and 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Matsumura et al (6,306,928, hereinafter *928). 

Matsumura et al '928 disclose Ink jet ink comprising colorant, humectant, and water- 
soluble organosilicone obtained from (i) aminated organic group-bearing hydrolysabk silane of 
the formula YR* m SiR^ wherein m is 0 or 1, R 1 is unsubstituted or substituted monovalent 
hydrocarbon group, R 2 is alkoxy group, and Y is aminated organic group, i.e. corresponding to 
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presently claimed alkoxysilane comprising amino group, (ii) hydrotyzable silanc of the formula 
R 3 „SiR 4 4<n wherein each of is alkyi or halogenated alkyl group which clearly includes 

fluoroalkyl group, R 4 is aikoxy group, and n is 0, 1, or 2, Lc, corresponding to presently claimed 

» 

alkoxysilane comprising hydrophobic group that is fluoroalkyl group and alkyi group, and (iii) 
rnonoepoxy compound of, for instance, the formula CH2-C>ICH20CH2CH2CH2Si(OCH3)3, 
corresponding to presently claimed alkoxysilane with no amino group. There is also disclosed 
ink jet printer comprising the ink wherein the ink is discharged from the printer onto substrate. 
Although there is no explicit disclosure of ink cartridge comprising the above ink, it is clear that 
the ink jet printer inherently possesses cartridge to store ink (coU ? lines 5-25, o>L2 5 line 41 - 
coi.3, line 25, co!3, lines 33-38 and 42-65, col.7, lines 5-6 and 25, col.7, line 65-coL8, line 5, 
col.8, lines 9*10, col.10, lines 34-40, and coU4, lines 35-39). Given the broad amount of 
hydrolyzable silune (ii) disclosed by Matsumura et ah "928, i.e. 5-200 parts per 100 parts 
animated organic group-bearing silanc (i) and amount of rnonoepoxy compound (iii) 
corresponding to 0.01-20 moles epoxy groups per mole amino group, it is clear that the amount 
of bydrolysable silane (ii), which corresponds to presently claimed alkoxysilane comprising 
hydrophobic group, would overlap that presently claimed. 

Although there is no disclosure that the water-soluble organosilicone undergoes 
. condensation polymerisation in the absence of water, given that Matsumura et al, 4 928 disclose 
water-soluble substance as presently claimed, it is clear that the water-soluble organosilicone 
would inherently undergo condensation polymeri2ation in the absence of water and thereby 
inherently form a network so as to enclose the colorant as presently claimed. Additionally, given 
that the water-soluble substance of Matsumura et al *928 has hydrophobic group as presently 
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claimed, it is clear that the network would also inherently have hydrophobicity as presently 
claimed. 

In light of the above, it is clear that Matsumura et al '928 anticipate the present claims. 

Claim Rejections - 35 USC 8 i03 

4. The following is a quotation of 35 U.S.C 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action; 

(a) A patent may not be obtained though the invention is not identically disclosed oj described as set forth in 
section 102 of this litis, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill .in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 1 48 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 

► 

UJ5.C 103(a) are summarized as follows: 

t . Determining the scope and contents of the prior art. 

2< Ascertaining the differences between the prior art and the claims at issue. 

3, Resolving the level of ordinary skill in the pertinent art, 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR L56 to point out 
the inventor and invention dates of each claim tliat was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C 1 03(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C 103(a). 

6. Claims 1, 6-7, 9-10 and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsumura et al (6,306,928, hereinafter x 928) in view of 
Blease et al (6,585,362).. 

The disclosure with respect to Matsumura et al. '928 in paragraph 3 above is incorporated 
here by reference. 

4 

The difference between Matsumura et at '928 and the present claimed invention is the 
requirement in the claims of penetrant. 

Blease et al.. which is drawn to ink jet ink, disclose the use of penetrant in order to help 
the ink penetrate into the substrate (col .6, lines 37-42)- 

In light of the above, i t therefore would have been obvious to one of ordinary skill in the 
art to use penetrant in the ink jet ink of Matsumura et al '928 in order to produce ink wi th good 
penetration into substrate and thus, quicker drying and less smudging* and thereby arrive at the 
claimed invention. 

4. Claims 1, 6-7, 9-10 and 12 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Matsumura et al (as seen above) . 

Matsumura et al. '928 disclose ink jet ink comprising colorant, humeciant, and water- 
soluble organosilicone obtained from (i) animated organic group-bearing hydroiysable silane of 
the formula YR l m SiR^ wherein m tsOor 1. R* is unsubsiituted or substituted monovalent 
hydrocarbon group, R 2 is alkoxy group, and Y is aminated organic group, i.e. corresponding to 
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presently claimed alkoxysilane comprising amino group, (ii) hydrotyzable silane of the formula 
R 3 ft SiR 4 ^n wherein each of R 3 is alky! or halogenated alky I group which clearly includes 
fluoroalkyl group, R 4 is alkoxy group, and n is 0, U or 2. i.e. corresponding to presently claimed 
alkoxysilane comprising hydrophobic group that is fluoroalkyl group and alkyl group, and (iii) 
rnonoepoxy compound of, for instance, the formula CH7-Cl lCti20CH2CH2CH2Si{OCH3)3, 
corresponding to presently claimed aikoxysilane with no amino group. There is also disclosed 
ink jet printer comprising the ink wherein the ink is discharged from the printer onto substrate. 
Although there is no explicit disclosure of ink cartridge comprising the above ink, it is clear that 
the ink jet printer inherently possesses cartridge to store ink (coll, lines 5-25, eol2, line 41* 
eoK3, line 25, eoU, lines 33-38 and 42-65, col.7, lines 5-6 and 25, coL7 ? line 65-eoU, line 5, 
coi,8, lines 9-10, coUO, lines 34-40, and col.14, lines 35-39). Given the broad amount of 
hydrolyzable silane (ii) disclosed by Matsumura et al '928, i.e. 5-200 parts per 100 parts 
aminated organic group-bearing silane <i) and amount of rnonoepoxy compound (iii) 
corresponding to 0.01-20 moles epoxy groups per mole amino group, it is clear that the amount 
of hydrolysable silane (ii), which corresponds to presently claimed aikoxysilane comprising 
hydrophobic group, would overlap that presently claimed. 

Although there is no disclosure that the water-soluble organosilicone undergoes 
condensation polymerization in the absence of water, given that Matsumura et ai. v 928 disclose 
water-soluble substance as presently claimed* it is clear that the water-soluble organosilicone 
would intrinsically undergo condensation polymerization in the absence of water and thereby 
intrinsically form a network so as to enclose the colorant as presently claimed. Additionally, 
given that the water-soluble substance of Matsumura et al. '928 has hydrophobic group as 
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presently claimed, it is clear that the network would also inherently have hydrophobicity as 
presently claimed. 

While Matsumura et al. *928 fails to exemplify the presently claimed ink, nevertheless, in 
light of the overlap between the claimed ink and the ink disclosed by Matsumura et ah '928, 
absent a showing of criticalily for the presently claimed ink, it is urged that it would have been 
within the bounds of routine experimentation, as well as the skill level of one of ordinary skill in 
the art, to use ink which is both disclosed by Matsumura et al, '928 and encompassed within the 
scope of the present claims an thereby arrive at the claimed invention. 

7. Claims 8, 11, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Matsumura et al (as seen above) as applied to claims 1, 6- 
7, 9-10 and 12 above, and further in view of Blease et al 
(6,585,362) . 

The difference between Matsumura et al. '928 and the present claimed invention is the 
requirement in the claims of penetrant. 

Blease et al., which is drawn to ink jet ink, disclose the use of penetrant in order to help 
the ink penetrate into the substrate (col.6, lines 37*42). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use penetrant in the ink jet ink of Matsumura et al '928 in order to produce ink with good 
penetration into substrate and thus, quicker drying and less smudging, and thereby arrive at the 
claimed invention. 

Conclusion 



8. NOTE: The examiner spoke with Mr. Gregory Stobbs on October 18, 2007 
regarding this application. Mr. Stobbs stated this application is intended 
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to go abandoned per applicant's wishes. The examiner acknowledged this, 
however, because of the status of the application at the time of the call, 
this application is unable to remain in the current status until the time 
period for abandonment lapses, thus a response is being sent to applicant. 

9. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Sanza L. McClendon whose telephone 
number is .(571) 272-1074. The examiner can normally be reached on Monday 

through Friday 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James Seidleck can be reached on (571) 272-1078. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free) . If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Clendon 
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